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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
Jay Spiegel (appellant) appeals fromthe final rejection of
the claimin this design application to:

The ornanental design for a KICKING TEE as shown
and descri bed.

The exam ner relies on the follow ng references as evi dence

of obvi ousness:

Application for patent filed January 24, 1995.
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Spi egel Des. 291,714 Sept. 1, 1987

Hor nung, Handbook of Designs and Devices, Plate No. 1711 (1946)
p. 191.

The claimstands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Spiegel in view of Hornung. The exam ner’s
findings regarding the content of the references and the
di fferences between the clained invention and Spi egel are stated
as follows (exam ner’s answer, page 3):

The patent to Spiegel is cited to show a ki cking
tee which is strikingly simlar to that of the clained
desi gn except for the difference in the shape of the
outer portion.

The reference to Handbook of Design and Devices
(Figure 1711) is cited to show a shield shape which is
substantially simlar in overall appearance to the
shape of the outer portion of the clained design.

The exam ner concludes that it woul d have been obvious to
substitute the shield shape of Figure 1711 for the outer shape of
Spiegel, and further that “by sinply nodifying the outer shape,
since the interior portions of the kicking tee [of Spiegel and
the clai ned design] are alnost identical, said nodification would
produce and [sic, an] article strikingly simlar in appearance to
that of the clainmed design” (exam ner’s answer, page 3).

In the “Response to argunent” section of the answer, the
exam ner offers additional views regarding the conmbinability of
the references. Specifically, the exam ner states that “as |ong
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as the primary reference i s anal ogous, secondary references can
be properly conbined . . . . In this respect, secondary

ref erences need not be anal ogous to the clained design”

(exam ner’s answer, pages 3-4). The exam ner also states that

[ because] the Spiegel patent discloses a kicking tee

which is overwhlemngly [sic] simlar in overal

general appearance to that of appellant’s clained

“Kicking Tee’', the nodifications to the outer shape by

means of substituting one well-known geonetric shape

for another well-known shape as di scussed above are

obvious and well within the skill of an ordinary

designer. [exam ner’s answer, page 5]

Appel lant’ s argunents in support of patentability can be
found in the main brief (pages 3-11) and the reply brief.

We have carefully eval uated appellant’ s depicted design, the
desi gns shown by the Spiegel patent and the Hornung handbook
relied upon by the exam ner, and the respective positions
advocated by appellant and the examner. As a result thereof, we
have reached the conclusion that the exam ner’s rejection of
appel lant’s design claimunder 35 U S.C. 8§ 103 is not well
founded. Qur reasoning for this determ nation foll ows.

W w il concede to the exam ner that the primary reference

to Spiegel qualifies as a Rosen reference, that is, a proper

starting point to support a holding of obviousness.? W will

2When a § 103 rejection is based upon a conbi nation of
references, “there nust be a reference, a sonething in existence,
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al so concede to the exam ner that the Hornung handbook
establi shes that shield shapes are generally known to the
ordinarily skilled designer. However, contrary to that which the
exam ner woul d apparently have us believe, these circunstances
al one do not establish that it would have been obvious to conbi ne
Spi egel and a particular one of Hornung s shield shapes as
proposed by the exam ner to arrive at the presently clained
desi gn.
Regar di ng conbi ning references in design cases, we note, as
the court did in In re 3 avas, 230 F.2d 447, 450, 109 USPQ 50, 52
(CCPA 1956), that
[ 0] bvi ously, al nbst every new design is made up of
el ements which, individually, are old sonewhere in the
prior art, but the fact that the individual elenents of
a design are old, does not prove want of invention in
assenbling them
This is so because, generally speaking, when the proposed
conbi nation of references in a design case involves nateri al
nodi fication of the basic formof one article in view of another,

the references applied nust be so related that the appearance of

certain ornanental features in one would suggest the application

t he design characteristics of which are basically the sane as the
clainmed design in order to support a holding of obviousness.” In
re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA 1982).
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of those features to the other. See In re J avas, supra.

In our opinion, the nodification proposed by the exam ner
involves a material nodification of the basic formof Spiegel’s
ornanental design. However, we find nothing in the conbined
teachings of the applied references which indicates that an
ordinarily skilled designer who designs articles of the type
i nvol ved here, nanely, kicking tees, would consider the
ornanent al shapes depicted in the Hornung handbook to be so
related to the design of kicking tees to suggest application of a
shield shape to the outer shape of the article depicted in the
Spi egel patent. The exam ner has provided no cogent |ine of
reasoni ng whi ch woul d suggest or justify such a substanti al
change in the basic formof the kicking tee design of Spiegel, in
our view. Rather, the exam ner appears to be of the viewthat it
woul d have been per se obvious to one ordinary skill in the
ki cking tee design art to substitute any known geonetric shape
for the rounded oval shape of Spiegel notw thstanding that there
IS no suggestion in the prior art to conbine the references and
their visual appearances. This is just the sort of nechani cal
approach to the question of obviousness criticized by the court
inlIn re Harvey, 12 F.3d 1061, 1065, 29 USPQ2d 1206, 1209 (Fed.

Cr. 1993) (“If we adopted the logic of the Board . . . each and
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every prior art bow or vase shape ever publicly disclosed would
render obvious any generally simlar vase shape. Cdearly, this
cannot be the case.”).

Further, and perhaps nore inportantly, even if we were to
accept that it would have been obvious as a general principle to
nmodi fy the outer shape of Spiegel by making it shield shaped in
vi ew of Hornung’s teaching that such shapes are known, we do not
agree with the examner’s inplied position that the clained
ornanent al design would necessarily ensue. In this regard, the
exam ner appears to be of the view that the designer of ordinary
skill who designs articles of the type involved here would have
found it obvious to select a particular portion of a particular
one of Hornung’s shield variants (nanely, one of the |ight
portions of the 1711 shield variant) and apply it to Spiegel in a
particul ar manner (i.e., such that the rounded portion of
Spiegel’s cavity is located in the pointed | ower end of the
shield with the periphery of the rounded portion closely
“m m cking” the outer periphery of the shield s pointed | ower
end). However, it is not apparent to us why an ordinarily
skilled designer would be so inclined based on the teachings of
the references thenselves. Were prior art references require a

sel ective conbi nation to render obvious a clained i nventi on,
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there nmust be sone reason for the conbination other than
hi ndsi ght gl eaned fromthe invention disclosure. |nterconnect
Planning Corp. v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 551
(Fed. Gr. 1985).

From our perspective, what the exam ner has done here is to
i nperm ssibly rely upon appellant’s own di sclosed design for a
suggestion to nodify the kicking tee of the Spiegel patent to
arrive at the presently clainmed ornanental design. This is
I npr oper.

The decision of the exam ner i s reversed.

REVERSED

THOVAS A. WALTZ
Adm ni strative Patent Judge

ERRCL A. KRASS )
Adm ni strative Patent Judge )
)
)
LAVWRENCE J. STAAB ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)



Appeal No. 97-1566
Appl i cation 29/033, 924

H Jay Spi egel
P. 0. Box 20202
Al exandria, VA 22320



